IN THE UNI TED STATES DI STRI CT COURT
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Pl aintiff : ClVIL ACTI ON
V.
W NNER | NTERNATI ONAL, | NC., :
Def endant : NO. 01- 1605

MVEMORANDUM AND ORDER

McLAUGHLI N, J. January , 2002

Thi s dispute involves two manufacturers of auto
security devices, Lawran Arnor Corporation (“Lawrman Arnor”) and
Wnner International, Inc. (“Wnner”). At issue is a Wnner
product called “The Club Auto Brake Lock” (the “Accused
Product”). This device is designed to be placed on the floor of
a vehicle, where it traps the brake pedal shaft and prevents the
brake pedal from being depressed. In this manner, it deters auto
theft by depriving a woul d-be auto thief of braking ability.
Lawman Arnor clains that the Accused Product infringes its valid
patent rights, both literally and under the doctrine of
equi val ent s.

Presently before the Court is Lawman Arnor’s Motion for
a Prelimnary Injunction. In the notion, Lawran Arnor seeks to
enjoin Wnner fromselling, using, or distributing the Accused
Product. On Novenber 19 and 20, 2001, the Court held an

evidentiary hearing on the notion. The Court concludes that



Lawman Arnor has shown a strong |ikelihood of success in proving
that the Accused Product infringes Lawran Arnor’s Patent No.
6, 298,696 (the “* 696 Patent) under the doctrine of equival ents.
Because Lawman Arnor has otherw se shown that it is entitled to
prelimnary relief, the Court will grant Lawran Arnor’s notion
and will enjoin the sale, use, or distribution of the Accused
Product by W nner.

Pursuant to Federal Rule of G vil Procedure 52(a), the
Court’s findings of fact and conclusions of |law are set forth
bel ow. For ease of reference, certain findings of fact,
including findings relevant to the Court’s infringenent analysis,
are included under the appropriate headings in the Court’s
Concl usi ons of Law and Additional Findings of Fact section. Any
ot her conclusion of law that should be construed as a finding of

fact is hereby adopted as such.

FI NDI NGS OF FACT

The Parties

1. Plaintiff Lawran Arnor Corporation (“Lawran Arnor”) was
founded in 1997 by Robert Vito to manufacture and market an
autonobile anti-theft device that he invented. H'’'g Tr. |, at 22

(Vito).* Vito's invention (the “Lawman Product”) is sold by

1 The testinony given at the Hearing held on Novenber 19
and 20, 2001 has been transcribed in two volunes. Citations to
the testinmony will be given in the following form Vol ume nunber
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Lawman Arnor under the trademarks “The Unbrakeabl e Autol ock” and
“The Unbrakeable Auto Lock Pro”. H’ g Tr. I, at 26, 29 (Vito);
Ex. P-10. The Lawman Product functions by being placed on the

fl oor of the vehicle where it traps the brake pedal shaft and

i mobi lizes it, which deprives a would-be thief of the ability to

use the car’s brakes in operating the car. See Fig. Ain

Appendi x.

2. Auto brake | ocks constitute virtually 100% of Lawman

Arnmor’s business. Hr'g Tr. |, at 117 (Beichner).

3. Defendant Wnner International, Inc. (“Wnner”) sells
autonotive anti-theft devices. |Its signature product, “The
Cub”, is a vehicle anti-theft device that affixes to the

steering wheel of a car to prevent steering. The O ub was

i nvented by Janmes Wnner, the chairman of Wnner, in 1986.

W nner has sold over 30 mllion of The Cub devices over the past
15 years. H'g Tr. Il, at 31-32 (Hornbostel).
4. I n February of 2001, Wnner introduced an auto brake

| ock (the “Accused Product”), which it sells under the nane “The

Club Auto Brake Lock.” H'g Tr. |, at 143, 150 (Linsley); Exs.

(I or 1l), at page(s) (Wtness Nane). Exhibits introduced at the
Hearing will be identified by the nunber they were given at the
Hear i ng.



P-3, P-8. Like the Lawman Product, Wnner’'s auto brake | ock
functions by being placed on the floor of the vehicle where it
traps the brake pedal shaft and i mmobilizes it, which deprives a
woul d-be thief of the ability to use the car’s brakes in

operating the car. See Fig. B in Appendi x.

5. Wnner also sells a pedal to wheel |ock, of a type
comonly referred to as a “crook hook”, which it has offered
since 1988. This device hangs fromthe steering wheel and
affi xes to the brake pedal shaft, which prevents the brake pedal
frombeing depressed. H'g Tr. |, at 146, 150 (Linsley); Ex. D

A

6. Sales of these devices nmake up a relatively small part
of Wnner’s business. For 2001, through Novenber, Wnner sold
approxi mately 16,000 units of its pedal to wheel |ock, and 12,000

units of its auto brake lock. H'g Tr. |, at 147, 150 (Linsley).

1. Devel opnent of the Lawman Product

7. Vito, who holds degrees in tax, finance and nmarketi ng,
becane interested in auto theft deterrence as a result of his own
experiences as a victimof auto theft growing up in the City of
Phi | adel phia. H's prenmise was to devel op a device using the

brake pedal shaft, which is one of the strongest parts of the



vehicle. H'g Tr. |, at 22-23 (Vito).

8. Vito nortgaged his house, used his entire savings and
maxed out his credit cards, putting close to $700,000 of his own
money into the conpany. Subsequently the conpany received an
additional $1.5 mllion fromoutside investors, who now own 70%
of the equity in the conpany. An additional round of financing

brought in another $8 mllion. H'g Tr. |, at 23 (Vito).

9. Lawman Arnor sought patent protection for its product as
a neans of protecting itself against |arger conpanies entering
the market for what it viewed as a unique product. H'g Tr. |
at 32-33 (Vito). Vito entered into an Exclusive Patent License

Agreenment with Lawman Arnor that gave Lawman Arnor, inter alia,

the “power to institute and prosecute . . . suits for
i nfringenment of the Licensed Patent Rights . . . .” Ex. P-2.
United States Patent No. 6,298,696 (the “‘696 Patent”) issued to

Vito on Cctober 9, 2001. Ex. P-1.

10. The Lawman Product conprises a T-shaped base that can
be placed on the floor of a vehicle, an inverted U shaped housi ng
extending vertically fromthe base which can be placed over a
brake or clutch pedal shaft, and an L-shaped rod with a | ocking

nmechani sm which fits under the pedal shaft. Wen the rod is



raised by its handle and | ocked in position the pedal shaft is
immobilized. H’g Tr. |, at 25-26 (Vito); Ex. P-9.; See Fig. A

i n Appendi Xx.

11. The Lawman Product works by depriving the woul d-be
thief of braking ability. |In addition, the device exploits a
comon autonobil e safety feature known as Brake Pedal Shift
Interlock (“BPSI”), which requires that the brake pedal be
depressed before the car can be put into gear. H'g Tr. |, at

31-32 (Vito).

12. Vito began the devel opnent process with bal sa wood
nodel s, and over tine experinented with different heights,
different types of netal and different types of |ocks. Lawman
Arnmor worked with engineers at a facility operated by Allstate
| nsurance Conpany, which shares a board nenber with Lawran Arnor,
to get the product to the point where it would be “unbeatable.”

H’'g Tr. |, at 24 (Vito).

13. Allstate referred Lawman Arnor to a non-profit testing
organi zation in England, the ThatchamlInstitute (“Thatchani).
That cham i s funded by autonobile manufacturers and insurers.
Lawman Arnor worked with That cham for over a year to achieve

That cham approval and certification. Lawrman Arnor’s product was



eventual |y approved and certified by Thatcham H'’'g Tr. |, at 25

(Vito); Ex. P-10.

14. Vito’s original base was rectangular. He discovered
that such a base can slide all over the floor of the vehicle,
possibly permtting renoval of the device. He eventually

devel oped a T-shaped base, with small protrusions on the

underside, for better gripping and stability. H’'g Tr. |, at
27-28 (Vito).
15. That cham found that the original |ocking rod handl e on

t he Lawman Product could be defeated by poundi ng down on that
handle with a hammer. As a result, Lawran Arnor devel oped a new
handl e design with a hardened nol ded steel angle of 60 degrees,
whi ch could not be so easily defeated by poundi ng down on the

handle with a hanmmer. Hr’g Tr. |, at 28 (Vito).

16. To obtain Thatcham approval, Lawrman Arnor uses hardened
steel locks, rather than the nore typical alum numl ocks, and

vendi ng machi ne-type keys, which, according to Thatcham provide

the hi ghest |evel of security. H'g Tr. I, at 28-29 (Vito).
Dependi ng on the nodel, Lawran Arnor uses 3 to 4 millinmeters of
steel for the unit housing. H'g Tr. I, at 29 (Vito).



17. The Lawman Product cannot be used on certain car nodels

due to their unusual brake pedal shaft designs. The product

packaging |lists those vehicles which the device will not fit.
H'g Tr. |, at 29-31 (Vito); Ex. P-10.
18. In addition, sone vehicles are equi pped with the neans

to manual ly override the BPSI safety feature (“BPSI override”).
Al t hough such cars can be put in gear notw thstandi ng the
installation of the Lawman Product, they cannot be safely driven
because the brake pedal is inmobilized, and the only neans
avai l able for braking the car is the hand- or foot-operated
energency brake. H'g Tr. |, at 31-32 (Vito); H'g Tr. |, at
155-156 (Linsley).

19. Lawran Arnor began marketing the Lawran Product in the
Sumrer of 1998 through a two-mnute “direct response” television
conmerci al that cost $200,000 to produce and place. H’'g Tr. |

at 35 (Vito).

20. After the Lawran Product was introduced, it began to
recei ve free nedi a exposure, receiving highly favorable notice in
such nagazi nes as Good Housekeepi ng, Tinme, and Popul ar Mechani cs,
as well as on national and |ocal television broadcasts and cabl e.

H'g Tr. |, at 35-37 (Vito); Exs. P-11 & P-12.



21. In Novenber 1999, Lawran Arnor expanded its tel evision
advertising, introducing a 30 mnute infonercial (the *Lawrman

I nforrercial”) which was played nationally 200 to 500 tinmes per

week at cost of over $12 million. The canpaign received an
I nfonercial of the Year award. H'g Tr. I, at 39-42 (Vito); EX.
P-13.

[, Di scussi ons and Di sputes Between the Parties

22. After Lawman Arnor began advertising on television in
the Summer of 1998, it received an invitation fromWnner to neet
to discuss a potential deal. A neeting was held in Pittsburgh.
After this neeting, Wnner’'s then-president, Chuck Quinn, advised
Vito that Wnner had determ ned that “brake pedals was not a
category, or sonething that [Wnner] wanted to pursue, and
[ Wnner] believed that the steering wheel was the ultimte

protection for a car.” H'g Tr. |, at 38-39 (Vito).

23. The Lawman I nfonercial introduced in Novenber 1999
features several denonstrations of steering wheels being cut to
def eat steering wheel |ocks of the type |long sold by Wnner. EXx.
P-13. Approximately six nonths after Lawran Arnor began airing
t he Lawman Infonercial, Wnner filed suit agai nst Lawran Arnor
for false advertising. H'g Tr. |, at 42 (Vito). At

approximately the sanme tine, Lawman Arnor nade its first



penetration into the retail market when K-Mart agreed to carry
the Lawman Product, an inportant toehold that | ed to placenent

wth other retailers. 1d.

24. In its suit against Lawman Arnor, Wnner International
moved for a prelimnary injunction against airing of the Lawran
Inforercial. Ex. P-21. The gravanmen of Wnner’s nption was not
directed to the denonstration of steering wheel |ocks such as
“The C ub” being defeated, but rather to Lawman Arnor’s claim
that a properly installed brake pedal |ock renders a car
undrivable. Wnner argued:

Lawman’ s assertion is fal se because on nost of the

limted nunber of cars on which it can even be applied,
the Auto | ock can be defeated in one second, or the

time it takes to press a button. Indeed, nost cars
wth a floor shift automatic transmssion . . . are
equi pped with brake pedal shift interlock ‘override’
found adj acent to the floor gear shift . . . . Stated

simply, because the Autol ock can be defeated in the
tinme it takes to press a button - nanely one second -
it is fifteen to thirty tinmes less effective than The
C ub.

Ex. P-21, at 2-3 (enphasis in original).

25. Wnner’'s critique of the Lawran Product’s
effectiveness is based on the prem se that a car can be
driven with only the enmergency parking brake avail able for

stopping. Hr’ g Tr. |, at 155-56 (Linsley).
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26. Wnner was not granted a prelimnary injunction in
the fal se advertising case, and Wnner ultimtely w thdrew
the case with prejudice wi thout receiving any consideration
therefor. H'g Tr. I, at 46 (Mito); H'g Tr. 1Il, at 48-49

(Hor nbostel ).

27. After the false advertising case was di sm ssed,
W nner indicated that they were interested in neeting with
Lawman Arnor to neet to discuss an acquisition. Prior to
that neeting, Lawman Arnor asked for and received a

Nondi scl osure Agreenent. H'g Tr. |, at 47, 71-73 (Vito).

28. The terns of this Nondisclosure Agreenent did not
prevent Wnner from conpeting with Lawman Arnor in the field
of auto brake |lock devices. H'g Tr. |, at 69-70 (Vito);

H’'g Tr. Il, at 42-43 (Hornbostel); Ex. DG

29. A neeting between the principals and attorneys of
the two conpani es was held on Decenber 27, 2000, during
whi ch Lawman Arnor provided Wnner with a nerger and
acqui sition docunent containing financial and marketing
information. At that neeting, Wnner’'s representatives
expressed an interest in the Lawman Product. A second

neeting was arranged. H'g Tr. |, at 47-48, 69-70 (Vito).
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30. The second neeting occurred on January 4, 2001.
Present on behalf of Wnner were Janes Wnner, its chairnman,
and Karen Wnner-Hale, its chief executive officer. Present
on behalf of Lawrman Arnor were Vito, Lawran Arnor’s chi ef
financial officer Joseph Bobrowski, and three investnent
bankers. Lawman Arnor had insisted that no | awers be

present. Hr'g Tr. |, at 48 (Vito).

31. At the January 4'" nmeeting, Janes Wnner stated to
Vito that Wnner is “the dom nant force in the anti-theft
market . . . and that either [Lawran Arnor] cone to a
i cense agreenent or he would conme out with a cheaper
knockoff product, erode [Lawman Arnor’s] price points, erode
[ Lawman Arnor’s] profit margins, and [Lawran Arnor woul d] be

driven out of business.” H’'g Tr. |, at 49 (Vito).

32. Janmes Wnner further stated that he was not
concerned about Lawran Arnor’s patents, and that if Lawran
Arnmor got an injunction, Wnner would design around it

wthin a fewnonths. H'’'g Tr. |, at 49 (Vito).

33. Janes Wnner also showed Vito an adverti sing
brochure for a Wnner auto brake lock in which “The d ub”

trademar k does not appear. Rather, the trade nane “All Star

12



Products” is used. Ex. P-14. Wen Vito asked hi m about
this, M. Wnner explained “that the product was junk and
that they did not want to pull The Cub down. That their
intention was to get out there with a cheap knockoff, erode
the price points, erode the market share, and they didn’t
want anything getting on The Club brand equity they had

built up over the years.” H'g Tr. |, at 50-52 (Vito).

34. At the January 4'" neeting Janes Wnner al so gave
Vito a price sheet show ng that Wnner intended to offer its
auto brake | ock whol esale for $14.95, less than a third of
the price that the Lawran Product retailed for. Janes
Wnner stated that it was not Wnner’s intention to nmake a
profit, but rather to drive down the price points to where
Lawman Arnor could not be profitable and woul d have to go
out of business. He stated that Wnner did not need to nake
a profit on the product in order to be successful. Wnner
offered to take a license on the Vito patents at a royalty
of 60 cents per piece, an offer which Lawman Arnor rejected.

H’'g Tr. |, at 52-53 (Vito).

35. Vito observed that the photograph of the product
on the brochure appeared to be doctored, and believed that

the threat to bring out such a product was a bluff. H'g

13



Tr. |, at 93-94 (Vito).

| V. Devel opnent and I ntroduction of the Accused Product

36. In February 2001, Wnner introduced “The Club Auto
Brake Lock” (the “Accused Product”). H'g Tr. |, at 150
(Linsley). The Accused Product conprises a T-shaped base
that can be placed on the floor of a vehicle, a tubul ar
housi ng extending vertically fromthe base, and a J-shaped
| ocki ng rod which, when drawn up by the handle, traps the
brake pedal shaft between the J-shaped portion of the

| ocking rod and the housing. See Fig. B in Appendi X.

37. In M. Vito' s view, the Accused Product is
inferior to the Lawman Product because al though it uses a
T-shaped base, the legs are too short to prevent slippage.

Al so, unlike the Lawman Product, the Accused Product is made
froma netal that can be easily cut and uses a | ock that
provides |l ess security. |In addition, the handle is set at
an angle that would permt it to be defeated by blows froma

hamer. H'g Tr. |, at 53-54, 80-81 (Vito).

38. The Accused Product was invented by Wnner’s
pat ent attorney, Robert Vickers, who attenpted to come up

with a design that did not infringe Lawman Arnor’s patents.
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H'g Tr. |, at 165-66 (Linsley); H’'g Tr. Il, at 4 (Marotto)

& at 35 (Hornbostel).

39. The ‘696 Patent had not yet issued at the tine
Vi ckers invented the Accused Product, and Wnner was not at
that time aware of the ‘696 Patent. H'g Tr. Il, at 34

(Hor nbostel ).

40. The Accused Product was designed to use certain
parts al ready used in existing Wnner products, including
the I ock housing, the netal rod, and the netal housing.
This allows for certain economes of scale. H'’'g Tr. |, at
158 (Linsley); H’'g Tr. Il, at 6-7 (Marotto) & 36-37

(Hor nbostel).

41. Wnner has affixed its internationally known

trademark “The Cub® to the accused product. Ex. P-3.

42. Wnner has a quality control programin place at
the conpany. There was no evi dence presented, however,
about the nature of this programor how it applies to the
Accused Product. Wnner has not received any customer
conpl aints about the quality of its auto brake lock. Hr’'g

Tr. |11, at 35 (Hornbostel); H’'g Tr. |, at 150 (Linsley).

15



43. Wnner offers no anti-theft guarantee with the
Accused Product because W nner does not believe that, by
itself, the Accused Product is an effective anti-theft

device. H'g Tr. |, at 155, 166-67, 172 (Linsley).

44. Like the Lawman Product, the Accused Product is
not suitable for use on certain nodels of cars due to their
brake pedal design. Unlike the packaging for the Lawran
Product, however, the Accused Product’s packagi ng contains
no informati on regardi ng nodels of cars on which the device
cannot be used, instead stating only that “one size fits

most”. Hr’'g Tr. |, at 54-55, 89-90 (Vito); Ex. P-8.

45. The Lawman Product and the Accused Product are
both sold in retail stores such as Pep Boys, where they are
di splayed in close proximty on racks which also display an
assortnent of Wnner steering wheel |ock products. H'g Tr.

|, at 55-56 (Vito); Ex. P-16.

46. Since its introduction, retail prices for the
Accused Product have ranged from between $39.99 to as | ow as
$19.99. H'g Tr. I, at 56-57 (Vito); Exs. P-17, P-18 & P-
19. In response, Lawran Arnor has been forced to lower its

retail price on the Lawman Product from $59.95 to $39. 95.
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H'g Tr. |, at 57 (Vito). Lawran Arnor has been required to
provi de rebates, so called “price protection” or “markdown
nmoney,” to retailers to guarantee themthe margi ns they had
expected when they originally purchased the Lawrman Product.

H’'g Tr. |, at 57-58 (Vito).

47. \Wen the then-president of Wnner, WIIiam
Bei chner, | earned that Advance Auto — the second | argest
autonotive parts specialty retailer in the United States
wth 2700 stores — intended to carry the Lawran Product, he
advi sed themthat Wnner did not believe that the category
of brake | ocks would hold up, and that Wnner would be
offering a |lower-priced piece that woul d cause price points
to conpress and force Lawran Arnor to give up its
i nfonercial strategy that was driving demand for such

products. Hr’'g Tr. |, at 106-09 (Beichner).

48. Beichner, as Wnner’s president, also advised Auto
Zone - the largest specialty retailer in the United States,
wth 3200 stores - that Wnner intended to inplenent a
product recall of the Accused Product. Beichner told Auto
Zone that Wnner believed this recall would mnimze, if not
destroy, the auto brake | ock category. Auto Zone questi oned

the logic of this strategy, and in particul ar was concerned
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t hat custoners woul d be confused as to which products were
being recalled. Wnner never recalled the Accused Product.

H’'g Tr. |, at 110-13 (Beichner).

49. Beichner, as Wnner’s president, also dealt wth
Strauss Di scount Autonotive (“Strauss”). Initially, Wnner
sold Strauss units of the Accused Product at $19.99 each,
with an expected retail price of $39.99, reflecting typical
mark-ups in this market. Later, however, Wnner offered
Strauss “markdown noney” to induce it to |lower the retai
price of the Accused Product. Wnner had received no
information that Strauss had any difficulty in selling the
Accused Product at the expected retail price, and Strauss
had never asked Wnner for any price consideration.
Foll ow ng the offer of markdown noney, Strauss’ expected
retail price for the Accused Product went down to $29, and
Strauss advertised the Accused Product for a retail price of
$19.99 on at |east one occasion. H’'g Tr. |, at 114-17

(Bei chner); Ex. P-19.

50. Wnner’s website contains an extensive catal og of
its product offerings. The Accused Product, however, does
not appear. H’'g Tr. |, at 58 (Vito) & 150 (Linsley); Ex.

P- 20.
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51. Wnner does no commercial advertising of the
Accused Product. It has, on the other hand, devoted
substantial resources to producing a full-Ilength infonercial
and a one-m nute tel evision comercial devoted to
denonstrating Wnner’s theory that cars equi pped with BPSI
override can be driven notwithstanding the installation of
the Lawran Product. These pronotional materials do not
mention that Wnner offers its own auto brake | ock, but
rather tout the advantages of its steering wheel |ocks.
There is no dispute that Wnner’s critique of the Lawran
Product — as set forth in the infonmercial, in the one-mnute
comercial, and in the prelimnary injunction notion
previously filed in the false advertising case — applies
equally to the Accused Product. H'g Tr. |, at 45, 58-66

(Vito) & 163, 167, 169-70 (Linsley); Exs. P-22 & P-23.

52. Wnner attenpted to place its full-length
infonercial on television. It was played for Wnner’s
custoners and sal es representatives to show that Wnner was
taking a very di sparagi ng approach to the category. H'g
Tr. |, at 110 (Beichner). Vito received a copy of it

anonynously in the mail. H’'g Tr. |, at 59 (Vito).

53. Wnner’'s one-mnute conmercial was played at
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Wnner’'s booth at a major autonotive aftermarket trade show
in Las Vegas, AAPEX, where retailers cone to see the new
product offerings of manufacturers. H'g Tr. |, at 63-64

(Vito).

V. The Patent

54. Lawman Arnor asserts that the Accused Product
infringes, both literally and under the doctrine of
equi val ents, independent clains 1, 7, 14 and 19 of the ‘696
Patent (the “Asserted Cains”). The Asserted Cains read as
foll ows:

1. A device for locking the pedal of a vehicle,
t he pedal being supported by a pedal shaft, the device
conpri si ng:

a base, including a first elongated nenber and a
second el ongat ed nenber, the second el ongated nenber
bei ng secured to and extending outwardly froma | ateral
side of the first el ongated nenber at a predeterm ned
angl e, wherein the second nenber is secured to the
| ateral side of the first menber, approximately m dway
along a length of the first nenber, the base for
pl acenment on a floor of the vehicle beneath the pedal
and t he pedal shaft;

a housing extending fromone of the first and
second el ongat ed nenbers and having a slot therein for
recei ving the pedal shaft therein; and

a | ocking nechanismfor |ocking the pedal shaft
within the slot, such that the pedal cannot be operably
depressed.

7. A device for locking the pedal of a
vehi cl e, the pedal being supported by a pedal
shaft, the device conprising:

20



a base, including a first el ongated nenber and a
second el ongated nenber, the first el ongated nenber
i ncl udi ng an upper surface and an opposite | ower
surface, the |ower surface including at | east one
outwardly extending nmenber to facilitate retention of
the base on the vehicle floor, the second el ongated
menber being secured to and extending outwardly froma
| ateral side of the first elongated nenber at a
predeterm ned angl e, the base for placenment on a fl oor
of the vehicle beneath the pedal and the pedal shaft;

a housi ng extending fromone of the first and
second el ongated nenbers and having a slot therein for
recei ving the pedal shaft therein; and

a | ocki ng nmechani smfor |ocking the pedal shaft
within the slot, such that the pedal cannot be operably
depr essed.

14. A device for |ocking the pedal of a vehicle,
t he pedal being supported by a pedal shaft, the device
conpri si ng:

a base for placenent on the floor of a vehicle
beneath the pedal and the pedal shaft, the base having
a |lower surface for engaging the vehicle floor, the
| oner surface including at | east one outwardly
extendi ng nenber to facilitate retention of the base on
t he vehicle floor;

a housing extending fromthe base and including a
slot therein for receiving the pedal shaft; and

a | ocki ng nechani smfor |ocking the pedal shaft
within the slot such that the pedal cannot be operably
depr essed.

19. A device for |ocking the pedal of a vehicle,
t he pedal being supported by a pedal shaft, the device
conpri si ng:

a base for placenent on a floor of the vehicle
beneath the pedal and the pedal shaft;
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a housing extending fromthe base and including a
slot therein for receiving the pedal shaft;

a | ocking nechanismfor |ocking the pedal shaft
within the slot such that the pedal cannot be operably
depressed, the | ocking nechanismincluding a rod
nmoveabl e within the housing between a first position
wherein the pedal may be depressed and a second
position wherein the pedal cannot be operably depressed
and a lock | ocated on the housing and spaced away from
the slot for locking the rod in at | east the second
posi tion, wherein the housing further includes an
el ongat e spacer nenber positioned between the slot and
the lock to position the lock at a |location to
facilitate access to the lock during installation of
t he devi ce.

Ex. P-1.

55. dainms 1, 7, 14, and 19 of the *696 patent are the only

clainms at issue for the purpose of this notion.

56. The specific claimlimtations in dispute here are:

Cainms 1 & 7: “. . . a housing extending from
one of the first and second el ongated nenbers and
having a slot therein for receiving the pedal shaft
therein . ”

Clains 14 & 19: “. . . a housing extending
fromthe base and including a slot therein for
recei ving the pedal shaft. ”

Ex. P-1.

CONCLUSI ONS OF LAW AND ADDI T1 ONAL _FI NDI NGS OF FACT

Where a party alleging patent infringenent seeks a
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prelimnary injunction, that party nust show (1) a reasonable
i kelihood of success on the nerits; (2) irreparable harmif an
injunction is not granted; (3) a balance of hardships tipping in
its favor; and (4) an injunction’s favorable inpact on the public

i nterest. E.g., Amazon.com Inc. v. Barnesandnoble.com Inc.,

239 F.3d 1343, 1350 (Fed. Cir. 2001).2 These factors, taken
individually, are not dispositive; rather, the district court
must wei gh and neasure each factor against the other factors and
agai nst the formand magni tude of the relief requested to

determ ne whet her an injunction should appropriately issue. |d.

Li kel i hood of Success on the Merits

In order to show a reasonabl e |ikelihood of success on
the merits, Lawran Arnor nust show both the Iikelihood that the
Accused Product infringes the 696 Patent, and that Lawran Arnor
is likely to withstand any chall enges by Wnner to the validity

and/ or enforceability of the ‘696 Patent. Hybritech Inc. v.

Abbott Labs., 849 F.2d 1446, 1451 (Fed. Cr. 1998). See Bell &

Howel | Docunent Mgnt. Prods. Co. v. Altek Sys., 132 F.3d 701, 705

(Fed. Cr. 1997).

2 Jurisdiction and venue are proper in this district
pursuant to 28 U.S.C. 88 1331 & 1338(a), and 28 U.S.C. 88
1391(b)&(c) & 1400(b) respectively. In deciding a notion for
prelimnary injunction in a case involving clains of patent
infringement, a district court nust apply the substantive
standards provided for by the Federal Crcuit. Hybritech Inc. v.
Abbott Labs., 849 F.2d 1446, 1451 n. 12 (Fed. Cir. 1998).
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A. Validity and Enforceability

Considering first the issue of validity, the Court
concl udes that Lawran Arnor has shown that it is likely to
w t hstand any chall enge by Wnner regarding the validity of the
‘696 Patent. Initially, a patent is entitled to a strong
presunption of validity. 35 U S C 8 282. This presunption
exi sts at every phase of the litigation, including the

prelimnary injunction stage. Canon Conputer Sys., Inc. V.

Nu-Kote Int’l, Inc., 134 F.3d 1085, 1088 (Fed. Cr. 1998). At

the prelimnary injunction stage, it is the challenger’s burden
to show that there is a “substantial question” of validity, at
whi ch point the burden shifts to the patentee to show that the

def ense “l acks substantial nerit.” Genentech, Inc. v. Novo

Nordi sk, A/S, 108 F.3d 1361, 1364 (Fed. G r. 1997); New Engl and

Braiding Co. v. AW Chesterton Co., 970 F.2d 878, 882-83 (Fed.

CGr. 1992).

Al t hough Wnner argued in its brief opposing Lawman
Arnmor’s notion for prelimnary injunction that the ‘696 Patent is
invalid under 35 U.S.C. 8 103, Wnner did not introduce any
evidence of invalidity, nor did Wnner request any findi ngs of
fact or conclusions of law that the 696 Patent is invalid.
Therefore, the Court concludes that Wnner has not nmet its burden

of showing that there is a substantial question on the issue of
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validity, and for that reason, Lawran Arnor has shown that the
‘696 Patent is likely valid. See Canon, 134 F.3d at 1088; Roper

Corp. v. Litton Sys., Inc., 757 F.2d 1266, 1272-73 (Fed. GCr.

1985) .

The Court al so concludes that Lawran Arnor has
established that it is likely to withstand any chal |l enges nade by
W nner on the issue of enforceability. Wnner has not chall enged
Lawman Arnor’s ownership right to assert the 696 Patent, nor has
W nner introduced any evidence that m ght otherw se chall enge
Lawman Arnor’s right to enforce the ‘696 Patent. Therefore, it
is reasonably likely that the ‘696 Patent is enforceabl e by

Lawman Ar nor .

B. | nf ri ngenent

The main issue is whether Lawran Arnor has shown t hat
the Accused Product likely infringes the ‘696 Patent. The
infringenment analysis is a two-step process. First, the Court
must determne, as a matter of |law, the correct scope of the
clainms at issue. This is known as claimconstruction. Next, the
Court nust conpare the construed clains to the accused device to
determ ne, as a matter of fact, whether all of the claim
l[imtations are present in the accused device, either literally
or by substantial equivalent. This is known as determ ning

whether the claimlimtations “read on” the accused devi ce.
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Rexnord Corp. v. Laitram Corp., 2001 W. 1456191, No. 00-1395, at

*3 (Fed. Gr. Nov. 15, 2001). Here, Lawran Arnor asserts that
the Accused Product infringes the ‘696 Patent both literally and

by substantial equival ent under the doctrine of equival ents.

1. Literal |Infringenent

Literal infringement will only be found where each and
every limtation of the patent claimat issue is literally net in

t he accused devi ce. Novo Nordi sk of North Anerica, lInc. V.

Cenentech, Inc., 77 F.3d 1364, 1371 (Fed Gr. 1996). The parties

here dispute only whether a single limtation contained in the
Asserted Clainms can be read on the Accused Product. The disputed
limtation requires that the device contain a “housing having [or
including] a slot therein for receiving the pedal shaft
[therein].”® Ex. P-1.

The preferred enbodi nent of the 696 Patent describes a

® The language of this limtation varies slightly in the
clains at issue. In clains 1 and 7, the | anguage reads “a
housi ng extending fromone of the first and second el ongat ed
menbers and having a slot therein for receiving the pedal shaft

therein”. 1In clains 14 and 19, the | anguage reads “a housing
extending fromthe base and including a slot therein for
receiving the pedal shaft”. There is no dispute that the housing

of the Accused Product extends fromits base (the first and
second el ongated nenbers). The other differences in the

| anguage, nanely the substitution of “including” for “having” and
the elimnation of “therein” follow ng shaft, do not change the
nmeani ng of the limtation, and neither party asserts that it

does. The Court’s construction, then, applies equally to clains
1, 7, 14 and 19.
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device with an inverted U shaped housing, with the slot being
defined by the space between the two vertical arnms of the

housi ng. The Lawmran Product enpl oys such an inverted U shaped
housing. See Fig. A in Appendix. The Accused Product, on the

ot her hand, is conprised of a tubular housing and a J-shaped
locking rod, with its “slot” being defined by the space franmed by
t he tubul ar housing and the vertical portion of the J-shaped

| ocking rod. See Fig. B in Appendi Xx.

The task before the Court is to construe the scope of
the “housing having [or including] a slot therein for receiving
the pedal shaft [therein]” limtation, and then to determ ne
whether this limtation, so construed, can be read onto the
Accused Product’s tubul ar housing and J-shaped | ocking rod

configuration.

a. Cl ai m Construction

In construing the neaning of the | anguage of a claim
there are two types of evidence that the Court can consi der:

intrinsic and extrinsic. See, e.qg., Pitney Bowes, lnc. V.

Hewl ett - Packard Co., 182 F.3d 1298, 1305-08 (Fed. G r. 1999);

Vitronics Corp. v. Conceptronic, Inc., 90 F.3d 1576, 1581-82

(Fed. Cir. 1996). There are three sources of intrinsic evidence.
The first, and nost inportant, is the | anguage of the clains

t hensel ves. The second is the specification, which is the
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witten description of the clainms including a description of a
preferred enbodi nent of the protected invention. The third and
final source of intrinsic evidence is the file (or prosecution)

history, which is the record created during the process of

applying for the patent. Vitronics Corp., 90 F.3d at 1582. The
file history is only considered if it is nade avail able to the
Court. I1d.

Extrinsic evidence consists of all other sources of
evi dence regarding the neaning of the claimterns. |d. at 1584.
Typi cal exanples of extrinsic evidence include prior art (other
patents and inventions relevant to or related to the patent in
guestion) and expert testinony. Expert testinony on claim
construction, however, is disfavored. Prior art docunments are
deened a nore objective and reliable guide than testinoni al
evidence. Unlike expert testinony, these sources are accessible
to the public in advance of litigation. Therefore, “opinion
testinony on claimconstruction should be treated with the utnost
caution, for it is no better than opinion testinony on the
meani ng of statutory ternms.” 1d. at 1585.

The Court nust first consider the intrinsic evidence.
| f based on a review of the intrinsic evidence the Court can
fairly determ ne the neaning of claimtermnology, the inquiry
ends. Thereafter, it is inproper to rely on extrinsic evidence

to contradi ct such definitions. ld. at 1583. Extrinsic evidence
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may be relied upon only if genuine anbiguity remains after a

review of the intrinsic evidence. Pi t ney Bowes, 182 F.3d at

1308- 09.
In considering the intrinsic evidence, the Court nust
| ook first to the | anguage of the clainms, which define the scope

of the protected invention. Bell Atlantic Network Servs., Inc.

v. Covad Communications Goup, Inc., 262 F.3d 1258, 1267 (Fed.

Cr. 2001); Bell Conmmunications Research, Inc. v. Vitalink

Communi cations Corp., 55 F. 3d 615, 619 (Fed. G r. 1995). The

words of the clains are given nore wei ght than any ot her

evi dence. East man Kodak Co. v. Goodyear Tire & Rubber Co., 114

F.3d 1547, 1552 (Fed. G r. 1997), overruled on other grounds by

Cybor Corp. v. FAS Techs., Inc., 138 F.3d 1448, 1454-55 (Fed.

Cr. 1998) (en banc).

When construing the | anguage of the clains, there is a
“heavy presunption” that the claimterns should be accorded their
ordinary neaning to one of ordinary skill in the art. Bell
Atlantic, 262 F.3d at 1268. This presunption is only overcone:
(1) where the patentee has chosen to be his or her own
| exi cographer by defining the ternms in a different manner; or (2)
where a claimtermso deprives the claimof clarity that there is
no neans by which the scope of the claimmay be ascertained from
the | anguage used. 1d. Dictionary definitions can be hel pful to

under stand how one of ordinary skill in the art construes claim
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terms, and can be consulted by the Court for this purpose at any

time. Vitronics Corp., 90 F.3d at 1584 & n. 6. See, e.q.

Envirco Corp. v. Cestra deanfroomlnc., 209 F.3d 1360, 1365

(Fed. G r. 2000); Rexnord Corp., 2001 W 1456191, at *4-5.

Anot her principle of claimconstruction teaches that
the Court should give claimterns their ordinary and customary
meani ng unl ess the specification or file history clearly

di scl oses any special or alternative neaning. |Interactive Gft

Express, Inc. v. Conpuserve Inc., 256 F.3d 1323, 1331 (Fed. Grr.

2001); Vitronics Corp., 90 F. 3d at 1582. See Zelinski v.

Brunswi ck Corp., 185 F.3d 1311, 1315 (Fed. Gr. 1999). Here, the

file history was never introduced into evidence. Therefore, it
cannot serve to limt the neaning of the Asserted Clains. The
specification is, of course, before the Court as part of the ‘696
Pat ent, and nust be considered at the appropriate tine.

Turning to the plain | anguage of the clains, the Court
concludes, and the parties agree, that it is appropriate to
consult dictionary definitions to construe the neaning of the
claimlimtation in dispute. The |anguage to be construed is “a
housi ng having [or including] a slot therein for receiving the
pedal shaft [therein].” The ordinary neaning of the term“slot”
as used in the Asserted Clainms is “a narrow openi ng or groove” or

“a narrow passage, enclosure, or space.” See Wbster’s Third New

Int’l Dictionary 2146 (1993). The ordinary nmeaning of the term
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“therein”, as used in the Asserted Clains, is “in or into that
pl ace, or, in or into that thing.” [d. at 2372. Therefore, the
pl ai n | anguage of the Asserted Clains requires that the device
have a “narrow openi ng or groove” or a “narrow passage,
encl osure, or space” (a slot), and that this slot be located in
t he housing of the device.*

Nothing in the file history or the specification
di scloses a different neaning to be given to the | anguage of the
clains at issue. Although the specification illustrates a
preferred enbodi nent of the clainmed invention that is simlar to
the comercial Lawrman Product, wth an inverted U shaped housi ng
and a sl ot between two | egs of the housing, this description
shoul d not be read to narrow the definition of the |anguage used

in the relevant patent clains. See Interactive Gft Express, 256

F.3d at 1331-32. Wen considering whether the specification

di scl oses any special or alternative neaning to be given to the
claimterns, the Court cannot inport into the clains limtations
or features found in the specification, but not in the clains

t hensel ves. 1d.

Thi s prohibition exists because the clains, not the

4 Wnner concedes that the Accused Product has a housing,
and the neaning of the termwas not disputed by the parties.
Therefore, the Court need not construe the neaning of the term
“housing.” See Vivid Techs., Inc. v. American Sci. & Eng’ g,
Inc., 200 F.3d 795, 803 (Fed. Cir. 1999) (“only those terns need
be construed that are in controversy”).
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particul ar detail ed exanples or preferred enbodi nents discl osed
in the specification, define the scope of the invention. Kraft

Foods, Inc. v. Int’'l Trading Co., 203 F.3d 1362, 1366 (Fed. Gr.

2000); Anerican Permahedge, Inc. v. Barcana, Inc., 105 F.3d 1441,

1444 (Fed. Cr. 1997). Therefore, when the clai mlanguage is
broader than the particul ar enbodi nents appearing in the
specification, those nore narrow enbodi nents will not limt the

clains. See Electro Med. Sys., S.A v. Cooper Life Sciences,

Inc., 34 F.3d 1048, 1054 (Fed. Cr. 1994); see also Al-Site Corp.

v. VSI Int'l, Inc., 174 F. 3d 1308, 1323 (Fed. GCr. 1999); SR

Int’l v. Matsushita Elec. Corp. of Anerica, 775 F.2d 1107, 1121

(Fed. Cir. 1985) (en banc). Nothing in the |anguage of the
clains requires the device to have a U shaped housing, and the
Court wll not read that requirenent into the | anguage based on
the preferred enbodi nent di scussed in the specification.

Because the Court concludes, and the parties agree,
that neither the specification nor the file history discloses any
special or alternative neaning to be given to the terns used in
the Asserted Clains, the Court wll accord the terns their
ordi nary neaning. Therefore, the Court construes clains 1, 7, 14
and 19 of the ‘696 Patent to require that the device contain a
narrow openi ng, groove, passage, enclosure or space, and that
t hi s narrow openi ng, groove, passage, enclosure or space be

| ocated in the housing of the device. Because the neaning of

32



this | anguage is plain, and no anbiguity remains, the Court wll
not rely on any extrinsic evidence to further define these

ternms.®

b. Readi ng the Cainms on the Accused Product

Now t hat the clains at issue have been construed, the
Court nust determne, as a matter of fact, whether the Accused
Product reads on, or contains all the limtations of, the
construed clains. As opposed to the Lawran Product, and the
preferred enbodi nent descri bed by the specification of the ‘696
Patent, the Accused Product does not utilize an inverted U shaped
housi ng and sl ot configuration. Rather, it utilizes a tubular
housi ng and J-shaped | ocking rod configuration. Wnner argues
that this configuration of the Accused Product does not contain a

slot, and that even if it does contain a slot, its slot is not

> The main extrinsic evidence introduced was the testinony
of Wnner’'s expert, M. Marotto. M. Mrotto testified that the
accused product had a “narrow path” for the pedal shaft. H'g
Tr. Il, at 11-12 (Maratto). Although M. Marotto also testified
that a “slot” requires structural nenbers on opposi ng sides, no
obj ective evidence in the formof literature or techni cal
dictionaries were introduced that supports such a narrow
definition of the term For that reason, and because the neaning
of the termis clear after reviewing the intrinsic evidence, the
Court will afford the term*®“slot” the full scope of its conmmon
and ordi nary neaning. See Rexnord Corp., 2001 W. 1456191, at *3.
In addition, the Court finds that M. Marotto' s testinony is of
[imted value. Although he had many years of experience with
door | ocks, he had none with autonotive |ocks such as those at
i ssue here. The only simlarity between the products at issue
and those wth which he worked is the key cylinder, which is not
at issue here. H'g Tr. I, at 177 & Il, at 10 (Marotto).
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| ocated in the housing of the device. The Court agrees with the
| atter point.

The Court finds that the Accused Product does contain a
narrow openi ng, passage or space that is designed to receive the
brake pedal shaft. Both Wnner’s expert, M. Mrotto, and
product manager, M. Linsley, testified that the Accused Product
has a “narrow path” or “narrow space” that receives the brake
pedal shaft. See H'g Tr. |, at 166 (Linsley); H'g Tr. II, at
11-12 (Maratto). This narrow opening or passage is framed by the
tubul ar housing wth its horizontal projection, and the J-shaped
portion of the locking rod. |In the plain and ordinary sense of
the word, this narrow opening or passage is a slot.

The Accused Product’s configuration does not, however,
have a slot that is located in the housing of the device.

Rat her, as descri bed above, the slot of the Accused Product is
framed by the housing and the J-shaped |ocking rod. Because its
slot is not located in its housing, the Accused Product does not
literally read on every claimlimtation of the ‘696 Patent.
Theref ore, Lawran Arnor has not shown a reasonable |ikelihood of
success in proving literal infringenent.

Lawman Arnor relies on a patent treatise, Landis on

Mechanics of Patent CaimDrafting, to argue that the term

“therein” is sinply a broad way of claimng the enpty space of

the slot, and as such, it should not limt the claimby requiring
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that the slot be located in the housing. This argunent is
unpersuasive. Landis sinply teaches that when claimng enpty
space or a hole, it is sonetines helpful to define such a space
or hole in terns of the structure that fornms it. Robert C

Faber, Landis on Mechanics of Patent laimbDrafting 8 26 (4'" Ed.

1999). The particular | anguage selected to so define a space or
hole (here, a slot) is the province of the patentee. M. Vito
coul d have chosen the | anguage “franed by the housing” or sone
other fornulation, instead of requiring that the device have a
housing with a slot “therein.” Having chosen the |anguage of the
clainms, and having chosen not to further define this | anguage,

t he patentee cannot now argue that the |anguage should read nore

broadly than its ordinary neaning dictates. See, e.q., DeMarini

Sports, Inc. v. Wirth Inc., 239 F. 3d 1314, 1334 (Fed. Gr. 2001).

2. | nfri ngenment Under the Doctrine of Equivalents

Because the Court has determ ned that Lawran Arnor has
not shown a reasonable |ikelihood of proving literal
i nfringenment, the Court nust consider whether there is a
reasonabl e |ikelihood of success under the doctrine of

equi valents.® E.g., Rexnord Corp., 2001 W 1456191, at *3.

6 The doctrine of equivalents exists to prevent a fraud on
a patent. W]Ison Sporting Goods Co. v. David Ceoffrey & Assocs.,
904 F.2d 677, 684 (Fed. Cir. 1990). It acconplishes this by
preventing a party fromeffectively stealing a patented invention
(continued. . .)

35



The doctrine of equivalents requires that the accused
product contain each limtation of the claimor its equival ent.
“An elenent in the accused product is equivalent to a claim
elenment if the differences between the two are ‘insubstantial’ to

one of ordinary skill in the art”. Overheard Door Corp. v.

Chanberlain Goup, Inc., 194 F.3d 1261, 1269 (Fed. Cir. 1999)

(citation omtted).

One common test for determning the substantiality of
the differences is the so-called “function-way-result”, or
“triple identity” test. This test asks whether the allegedly
equi val ent structure perforns substantially the sane function, in
substantially the sane way, with substantially the sane result,

as the clained structure. Warner-Jenkinson Co. v. H lton Davis

Chem cal Co., 520 U. S. 17, 39 (1997). The triple identity test

is particularly suitable and hel pful for conducting equi val ency
anal ysis for nechanical devices |ike those at issue here. [d. at
39-40.

The Court finds that the configuration of the Accused
Product’ s housing and sl ot perforns substantially the sane
function as the housing and sl ot configuration of the clained

structure. The ultimate function of both the housing and sl ot

5C...continued)
by maki ng uni nportant and i nsubstantial changes and substitutions
to the patent sinply in order to avoid a finding of literal
infringenment. Gaver Tank & Mg. Co. v. Linde Air Prods. Co.,
339 U. S. 605, 607 (1950).

36



configuration taught by the ‘696 Patent and the housing and sl ot
configuration contained in the Accused Product is the sane. Each
housi ng and sl ot configuration functions to receive the brake
pedal shaft, which is thereafter immobilized by the drawi ng up of
the locking rod. Wnner’s expert testified to this effect. H'g
Tr. 11, at 14-16 (Marotto). Because the housing and sl ot
configuration of the Accused Product perforns the sane function
as that taught by the housing and slot configuration of the ‘696
Patent, the first prong of the triple identity test is net.

There is no dispute that the housing and sl ot
configuration of the Accused Product operates to achieve
substantially the sane result as the housing and sl ot
configuration taught by the ‘696 Patent. Both result in the
brake pedal shaft being trapped in a slot and bounded on all four
sides, and therefore immobilized. Wnner’'s expert testified to
this effect. H’'g Tr. Il, at 14-16 (Marotto). Therefore, the
third prong of the triple identity test is also net.

The parties dispute whether the second prong, requiring
that the function be perfornmed in substantially the sanme way, is
met in the Accused Product. Wnner’s expert and product nanager
testified that the Accused Product’s housing and sl ot
configuration operates in a substantially different way than that
descri bed by the ‘696 Patent because the configuration of the

Accused Product is nore “user friendly” in that it does not
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require slight lateral travel to capture the pedal shaft in the
slot, as is required by the Lawman Product’s configuration. H'g
Tr. |, at 144-45 (Linsley); H'g Tr. IIl, at 17, 19 (Marotto).

The Court finds this reasoni ng unpersuasive.

In each configuration, once the brake pedal shaft is
positioned in the slot, the locking rod is drawn up, |ocking the
brake pedal shaft into place and immobilizing it. The fact that
the Accused Product’s housing and sl ot configuration requires
slight lateral travel to capture the brake pedal shaft does not
render the way in which it functions substantially different than
the way in which the configuration clainmed by the 696 Patent
functions. The Court finds this difference in the way that the
two housing and sl ot configurations function to be insubstanti al
to one of ordinary skill in the art.

In support of this conclusion, the Court notes that
W nner’s expert, M. Marotto, agreed that one with experience and
know edge in the lock field would have recogni zed that the
housi ng and sl ot configuration of the Lawran Product coul d be
achi eved by the J-shaped hook configuration of the Accused
Product. Hr’'g Tr. 22, at 20 (Marotto). Such evidence is

persuasi ve evi dence of equival ence. Warner-Jenkinson Co., 520

U S at 35-37; Gaver Tank & Mg. Co. v. Linde Air Prods. Co.,

339 U. S. 605, 609 (1950); Sofanmpr Danek Group, Inc. v. DePuy-

Mot ech, Inc., 74 F.3d 1216, 1222 (Fed. Cir. 1996).
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Because the Court finds that the housing and sl ot
configuration of the Accused Product perforns substantially the
sane function, in substantially the sane way, to produce
substantially the sane result as the housing and sl ot
configuration taught by the ‘696 Patent, the Court concl udes that
Lawman Arnor has satisfied the triple identity test and nade a
prima facie showing that it is likely to succeed in proving
i nfringenment under the doctrine of equival ents.

Nonet hel ess, Wnner asserts that a finding of
i nfringenment under the doctrine of equivalents is inappropriate
because such a finding would all ow Lawman Arnor to “capture”
Wnner’s prior art crook hook devices. Wnner’'s argunent is that
to read the housing and slot configuration of the Accused
Product, which includes a J-shaped hook on the | ocking rod, as an
equi valent to the configuration clained by the ‘696 Patent woul d
capture the “hook” elenent of its crook hooks, which have been on
the market since 1988 and are in the public domain. The Court
finds this argunent unpersuasive.

It is true that a patentee may not assert a range of

equi val ents that enconpasses prior art. E.g., WIlson Sporting

&oods Co. v. David Ceoffrey & Assocs., 904 F.2d 677, 684 (Fed.

Cir. 1990). The reason for this limtation is that “a patentee
shoul d not be able to obtain, under the doctrine of equival ents,

coverage which he could not lawfully have obtained fromthe PTO
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by literal clainms.” 1d. This [imtation satisfies the
“fundanmental principle that no one deserves an exclusive right to

technology already in the public domain.” Marquip, Inc. v.

Fosber Anerica, 198 F.3d 1363, 1367 (Fed. Cr. 1999).

Once a patentee has made a prinma facie show ng of
i nfringenment under the doctrine of equival ents, however, the
burden is upon the alleged infringer to cone forth with prior art
evi dence that shows that the asserted range of equival ence woul d

enconpass the prior art. Nat’'l Presto Indus., Inc. v. Wst Bend

Co., 76 F.3d 1185, 1192 (Fed. Gr. 1996). See Streanfeeder, LLC

V. Sure-Feed Sys., Inc., 175 F.3d 974, 981 (Fed. GCr. 1999). The

burden of proving infringenment, however, remains at all tines

wth the party asserting the patent. Streanfeeder, 175 F.3d at

981. Wnner has cone forward only with its crook hook devices as
prior art evidence. This evidence is insufficient to convince
the Court that it is inproper to find that the Accused Product
infringes the ‘696 Patent under the doctrine of equivalents.

I n determ ni ng whether the range of equival ents
asserted by the patentee is precluded by the prior art, the Court
“must apply standards of patentability consistent with [the
Federal G rcuit’s] jurisprudence regarding anticipation and

obvi ousness.” Conroy Vv. Reebok Int’l, Ltd., 14 F.3d 1570, 1577

(Fed. Cir. 1994).

A “claimis anticipated only if each and every claim
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el ement as set forth in the claimis found, either expressly or
i nherently described, in a single prior art reference.”

Verdegall Bros., Inc. v. Union Gl Co. of California, 814 F.2d

628, 631 (Fed. Gr. 1987). Al though the prior art crook hook
devi ces contain a hook that is used to trap the brake pedal
shaft, these devices contain no base, el ongated housi ng extending
fromthe base, or locking rod, and they are designed to function
in a substantially different way than the devices at issue here.
Therefore, they do not anticipate the ‘696 Patent or the range of
equi val ents asserted by Lawran Arnor.

Nor is there any suggestion in the evidence that the
crook hook devices, alone or in conbination with other prior art
references, nmake obvious to one of ordinary skill in the art the
‘696 Patent or the range of equivalents asserted by Lawman Arnor.
A claimis nmade obvious by the prior art if, in view of the prior
art, the clainmed invention as a whol e woul d have been obvious to

one of ordinary skill in the art. See Conroy, 14 F.3d at 1577;

G ain Processing Corp. v. Anerican M ze-Prods. Co., 840 F.2d

902, 907 (Fed. G r. 1988). The fact that the crook hook devices
utilized a hook to capture the brake pedal shaft is not enough to
show that the range of equival ents asserted by Lawman Arnor would
have been obvious to one of ordinary skill in the art. |Indeed,
virtually all patent clainms are conbi nations of elenments, each of

whi ch individually can be found in the prior art. Medtronic,
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Inc. v. Cardiac Pacemakers, Inc., 721 F.2d 1563, 1566 (Fed. Cr.

1983). It is clear that an invention may contain a particul ar
el ement of prior art w thout necessarily being obvious in view of

it. E.q., Conroy, 14 F.3d at 1577. Because the crook hook

devi ces do not alone, or in conbination with other prior art,
suggest to one of ordinary skill in the art the invention and
range of equival ents asserted by Lawran Arnor, the Court finds
that the application of the doctrine of equivalents is not
i nappropriate here.’

Because the housing and sl ot configuration of the
Accused Product is the substantial equivalent of the housing and
sl ot configuration clained by the ‘696 Patent, and because al
other claimlimtations are literally net by the Accused Devi ce,
Lawman Arnor has shown a strong |ikelihood of success of proving
i nfringenment under the doctrine of equival ents.

G ven Lawman Arnor’s uncontested show ngs of ownership
and validity, and its strong showi ng of infringenent under the

doctrine of equival ents, Lawran Arnor has shown a clear

“ In addition, the fact that M. Vickers was awarded a
patent for an invention simlar to the Accused Product, with a
housi ng and sl ot configuration incorporating a J-shaped hook,
supports the argunent that such a configuration is not
antici pated or made obvious by prior art such as the crook hook
devi ces sold by Wnner and other manufacturers. Exs. DA DB
DD & DF;, Nat’'l Presto Indus., Inc. v. Wst Bend Co., 76 F.3d
1185, 1192 (Fed. Cir. 1996) (“Indeed [the alleged infringer] does
not reconcile the asserted unpatentability of a hypothetical
claimthe covers its device with its argunent that its device
itself is patented.”).
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I i keli hood of success on the nerits.

1. | rreparable Harm

In patent cases irreparable harmis presuned where the
patentee has clearly shown that it is likely to prevail on the

merits. Bell & Howell, 132 F.3d at 708; Polyner Techs., Inc. V.

Bridwell, 103 F.3d 970, 973 (Fed. Gr. 1996). This presunption
is peculiar to prelimnary injunctions in patent cases and “acts
as a procedural device which places the ultimte burden of

production on the question of irreparable harmonto the all eged

infringer.” Polyner Techs., 103 F.3d at 974 (quoting Reebok

Int’l Ltd. v. J. Baker, Inc., 32 F.3d 1552, 1556 (Fed. Cr. 1994)

(citations omtted)). As the Federal G rcuit has explained, this
presunption is grounded in the patent itself:

Because of the very nature of a patent, which provides

the right to exclude, infringenent of a valid patent

i nherently causes irreparable harm.

Years after infringenent has begun, it may be

i npossible to restore a patentee’s (or an excl usive

Ii censee’ s) exclusive position by an award of damages

and a permanent injunction.
Id. at 975-76 (citations omtted).

Accordingly, this presunption is overcone only where

the court makes a “finding clearly negating” the presunption. In

Pol yner Technol ogi es, the Federal Circuit set forth exanpl es of

what could constitute clear negation: the non-novant has or wll

stop infringing; the novant has granted non-exclusive |icenses
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under its patent “such that it may be reasonable to expect that
i nvasi on of the patent right can be reconpensed with a royalty
rather than with an injunction”; or the novant has del ayed in
bringing suit. [d. at 974.

Because Lawran Arnor has clearly shown that it wll
i kely succeed on the nerits of its infringement claim it is
entitled to a presunption of irreparable harm Wnner has nade
no showi ng that this presunption should be negated. Wnner has
not alleged or proved that Lawran Arnor has granted non-excl usive
licenses under its patent, or that Lawran Arnor del ayed in
bringing suit. Nor has Wnner alleged that they have or wll
stop infringing the ‘696 Patent. For that reason, Lawran Arnor
is entitled to a presunption of irreparable harm

Even without this presunption, the Court finds that
Lawman Arnor has shown that irreparable harmwould result wthout
the issuance of a prelimnary injunction. Irreparable harm can
be shown by denonstrating that nonetary damages are an i nadequate
remedy or are difficult to conpute. A nunber of factors can be
considered in making this determ nation. Anong these are whet her
continuing infringenment will damage the plaintiff’s position in
the market or its market share; whether continued infringenent
woul d threaten the survival of the plaintiff’s business; whether
the plaintiff and the defendant are direct conpetitors trying to

i nfluence the sane group of consuners; whether the plaintiff
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spent a |large sum of noney on market devel opnent; whet her
continued infringenent woul d have a harnful inpact on the
plaintiff’s market share and pricing structure; whether the
plaintiff will |ose substantial profits fromcontinued

i nfringenment; and, whether continued infringenent woul d di sparage

the reputation of the plaintiff or its product. See, e.qg., Canon

Conputer Sys., 134 F.3d at 1090 (potential |oss of market share

as basis for finding of irreparable harmnot error); Tel ebrands

Di rect Response Corp. v. Ovation Conmmunications, Inc., 802 F

Supp. 1169, 1178 (D.N. J. 1992) (danmge to reputation by knock-off

products); Jacobson v. Cox Paving Co., 19 U S P.Q 2d 1641, 1653

(D. Ariz.), aff’d 949 F.2d 404 (Fed. Cr. 1991) (listing factors

and cases). See also, John G MIls, The Devel oping Standard for

Irreparable Harmin Prelimnary Injunctions to Prevent Patent

Infringenent, 81 J. Pat. & Trademark O f. Soc’y 51, 65-66 (Jan.

1999) (listing factors).

In this case, nunerous factors support a finding of
irreparable harm Lawman Arnor presented credi bl e evidence that
Wnner’s aimin introducing the Accused Product was to damage the
entire auto brake | ock market. Further, Lawman Arnor presented
evi dence that Wnner has taken actions with regard to the Accused
Product which could danage the entire auto brake market, a harm
that coul d not be conpensated by noney danages. Anong this

evidence are Janes Wnner’s statenents that he would enter the
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auto brake market to erode the price points and drive Lawran
Arnor out of business; Wnner's failure to advertise or otherw se
pronote the Accused Product; Wnner's circulation in the trade of
pronotional materials designed to di sparage auto brake | ocks, al
of which criticismapplies equally to the Accused Product;
Wnner’s aborted plan to recall the Accused Product to harmthe
category of auto brake |ocks; and Wnner’s use of cash incentives
to retailers to induce themto lower retail prices of the accused
product, forcing Lawran to respond and | ower prices, eroding the
profit margin of the category.

In addition, Lawran Arnor spent a significant anount of
nmoney to develop a market for its auto brake | ock, and damage to
that market would threaten the survival of Lawran Arnor’s
busi ness, which consists exclusively of its auto brake | ock
products. Further, the harmthreatened to Lawman Arnor by
Wnner’s efforts to use the Accused Product as |everage to damage
the entire market category of auto brake | ocks would be difficult
to quantify in nonetary ternms. All of these factors favor a
finding of irreparable harmunless a prelimnary injunction
i ssues.

For these reasons, the Court concludes that the
t hreat ened and potential harmto the market category of auto
brake locks if a prelimnary injunction does not issue weighs in

favor of an award of a prelimnary injunction.
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I[11. Balance of Hardships

After considering the |ikelihood of success on the
merits and irreparable harm a court nust bal ance the hardshi ps
the respective parties wll suffer fromgranting or w thhol ding

the injunction. E.g., 7 Donald S. Chisum Chisumon Patents §

20.04[1] at 20-661 (1999). Even where a court concludes that
neither party has a “clear advantage” as to the hardship factor,
the court may enter a prelimnary injunction. Hybritech, 849
F.2d at 1457-58.

Here, a prelimnary injunction would prevent Wnner,
pending trial on the nerits, fromselling a product which it does
not pronote, does not back up with a guarantee, and which bel ongs
to a product category that Wnner has actively disparaged. This
is not a “harni of which equity should take cogni zance.

In addition, the Accused Product constitutes a snal
fraction of Wnner’s business, while the Lawman Product is Lawran
Arnor’s entire business. Wile Lawman Arnor has invested
mllions of dollars in devel oping and pronoting its product, the
Accused Product was designed by Wnner’s patent attorney to avoid
i nfringenment of then-issued patents and to utilize its already
existing parts inventory. The Accused Product is not advertised
at all. Any cognizable harmto Wnner by issuance of a
prelimnary injunction would consequently be small in conparison

to the harmto Lawran Arnmor in the absence of a prelimnary
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i njunction.
Accordingly, the Court finds that the bal ance of

har dshi ps favors Lawran Arnor.

| V. Public | nterest

In patent cases, “the focus of the district court’s
public interest analysis should be whether there exists sone
critical public interest that would be injured by the grant of
prelimnary relief.” Hybritech, 849 F.2d at 1458. Courts have
only in rare instances exercised their discretion to deny
injunctive relief in order to protect the public interest,
generally in instances where the public health was at stake.

Rite-Hte Corp. v. Kelley Co., 56 F.3d 1538, 1547-48 (Fed. Cr.

1995) (en banc) (citing instances).
Where a |ikelihood of infringenent has been shown, the
public interest is alnost always served by vindicating the

patentee’s rights. See Smth Int’l, Inc. v. Hughes Tool Co., 718

F.2d 1573, 1581 (Fed. Gr. 1983); Pitway v. Black & Decker, 667

F. Supp. 585, 593 (N.D. Ill. 1987). The public policy behind
granting a patent nonopoly is vitiated if infringers are
permtted, under the court’s tacit perm ssion, to take out a
“litigation |icense” for which the patentee never negotiated or

bargai ned. See Augat, Inc. v. John Mezzalingua Assocs., Inc.,

642 F. Supp. 506, 508 (N.D.N. Y. 1986). In addition, the fact
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that an infringer is selling a |lower-priced product does not

justify allowing it to infringe valid patent rights. See Payl ess

Shoesource, Inc. v. Reebok Int’| Ltd., 998 F.2d 985, 991 (Fed.

Cr. 1993) (noting that such a justification for patent
i nfringenment woul d cause nost injunctions to be denied “because
copiers universally price their products |ower than innovators”).
Because Wnner is not actively pronoting the Accused
Product, is selling relatively few units of the Accused Product,
and has spent resources in disparaging the entire category of
auto brake | ocks, market conpetition in this category will not be
measur ably harnmed by the grant of a prelimnary injunction.
Rat her than | essening conpetition in the auto brake | ock
category, a prelimnary injunction would likely help preserve the
vitality of that category.
Accordi ngly, because the Court concludes that there is
no critical public interest that would be harned by the grant of
a prelimnary injunction, the Court finds that the public

interest favors granting prelimnary injunctive relief.

CONCLUSI ON

Because Lawman Arnor has established each of the
requisite elenments for obtaining a prelimnary injunction, the
Court will grant Lawran Arnmor’s notion. The Court finds that,

because Wnner is not pronoting the Accused Product, is not
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selling many units of the Accused Product, and has nade efforts
to disparage the entire category of auto brake | ocks, a bond
pursuant to Federal Rule of Civil Procedure 65(c) in the anount

of $50,000 is appropriate.

An appropriate Order foll ows.
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IN THE UNI TED STATES DI STRI CT COURT

FOR THE EASTERN DI STRI CT OF PENNSYLVAN A

LAWAN ARMOR CORPORATI ON

Plaintiff : CIVIL ACTI ON

W NNER | NTERNATI ONAL, | NC.

Def endant : NO. 01-1605

ORDER OF PRELI M NARY | NJUNCTI ON

AND NOW this day of January, 2002, upon
consi deration of Lawman Arnor Corporation’s Mtion for a
Prelimnary Injunction (Docket #8), Wnner International, Inc.’s
response thereto, and followi ng an evidentiary hearing held on

Novenber 19 & 20, 2001, and the filing of proposed findings of

fact and conclusions of law by the parties, |IT IS HEREBY ORDERED
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that, for the reasons contained in the acconpanyi ng nenorandum of
today’s date, Lawman Arnor Corporation’s Motion is GRANTED. It

is therefore ORDERED that:

W nner International, Inc., together with its agents,
of ficers, enployees, servants, and all those acting under its
control, on its behalf, or in concert with it, are HEREBY
PRELI M NARI LY ENJO NED AND RESTRAI NED, pending the final hearing
and determ nation of this cause or until further Oder of this
Court, fromselling, offering for sale, |icensing, using, or
otherwi se distributing in the United States any device or product
enbodyi ng or constituting the inventions clainmed in U S. Patent
No. 6,298,696, including, wthout limtation, devices or products
sol d under the name “The C ub Auto Brake Lock” and other simlar
autonobile anti-theft brake or clutch pedal |ocking devices which
conpete directly with Lawran Arnor Corporation’s autonobile brake
or clutch pedal |ocking devices and infringe clains of Patent No.

6, 298, 696.

Lawman Arnor Corporation shall within ten (10) days of
this Oder of Prelimnary Injunction post a bond wwth the Cerk
of the Court in an anobunt of $50,000, pursuant to Federal Rul e of
Civil Procedure 65(c). This Oder of Prelimnary |Injunction

shal | take effect upon the posting by Lawman Arnor Corporation of
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t he $50, 000 bond.

BY THE COURT:

MARY A. McLAUGHLI N, J.
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